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How to Protect Your IP Rights Abroad

Many life sciences companies which 
protect their inventions, brands or 
product designs through patents, trade 
marks or registered designs in their 
home country, do not realise that this 
does not give them automatic protection 
in other countries. Intellectual property 
rights are territorial rights, meaning that 
the protection afforded by a granted 
patent or a registered trade mark is 
geographically limited. 

Unfortunately, this means that for 
many businesses, they will not be 
able to stop infringing or counterfeit 
products from hitting the market in other 
countries unless they have corresponding 
protection in those countries. 

Intellectual property is particularly 
important in the life sciences industry. 
This is due to the disproportionately 
large capital investment required for 
research and development. Therefore, 
ensuring your inventions are protected 
is vital to guaranteeing a return on your 
investment.   

If companies wish to seek patent 
protection for their inventions, potentially 
the most important thing to be aware 
of is that they must keep their invention 
confidential until a patent application 
is filed. This is because any public 
disclosure (e.g. in a journal article, 
advertising material, product brochure, 
at a conference etc.) can be used to 
invalidate a subsequently filed patent 
application.  

Jim Robertson, Partner and Patent 
Attorney specialising in life sciences at 
Wynne-Jones IP, one of the UK’s leading 
IP specialists, has put together some key 
considerations for how to protect your IP 
rights abroad.

1. Seek Advice 
If you have decided to launch a new life 
sciences product in another country, it 
is vital that you speak to an IP expert to 
find out what you need to do to ensure 
that you, your products and brand are 
all protected. 

Make sure you choose a firm which 
has patent attorneys with sector expertise 

in life sciences as they will have greater 
understanding of the protection you will 
require. 

Depending on whether you are 
interested in seeking patent protection for 
a new invention, trade mark protection 
for a product name/logo or registered 
design protection for the appearance of 
a product, an IP specialist should ensure 
that the relevant patent and/or trade 
mark attorneys are present to discuss 
your objectives in order to develop a 
comprehensive IP strategy to achieve 
these goals. 

2. Research the Market
Whilst you may have IP rights in one 
country, in other countries there may be 
brands or products which have registered 
IP that could be used to stop you from 
trading there. 

Perform a novelty search to ensure that 
no one has come up with your invention 
before you. The majority of territories 
apply an absolute novelty requirement, 
meaning that if your invention has been 
disclosed anywhere in the world prior to 
the date of first filing of an application for 
a patent for that invention, it will not be 
considered patentable.

If you have already filed a patent 
application in one territory, such as the 
UK, check the deadline by which you 
must file the patent application in other 
territories. This is one year from the 
date of first filing and whilst there are 
extensions available in some countries, 
these should not be relied upon.

In other countries there may be 
registered IP that could be used to stop 
you from trading there. This applies to 
patents but it also applies to other IP 
rights such as trade marks and designs. 

To avoid a costly lawsuit, make sure 
you research the market and its IP registers 
to ensure your brands and products will 
not infringe on other companies’ rights. 

3. Protect your Product
Companies should ensure that they apply 
for patent protection for their inventions in 
all territories which will be commercially 

relevant to them.
 

The potential monopoly provided by 
patent protection is the only effective way 
to prevent others from exploiting your 
inventions and to receive a good return 
on the initial investment.  

Equally, it is extremely important for 
life sciences companies to protect their 
brands with registered trade marks. 
When a granted patent expires, brand 
names are crucial in maintaining 
a competitive edge over generic 
manufacturers when the market may 
become diluted. For example, the patent 
application for ibuprofen (GB971700) 
was filed in 1961, and the resulting 
granted patents expired back in the 
1980s. However, Boots developed (and 
protected) the Nurofen® brand name 
and that has provided significant income 
in the face of competition from generic 
manufacturers and other brands.

If you do not take action to protect 
your rights, it can be the case that 
unscrupulous third parties will apply to 
register it themselves.  

You also need to remember that as 
your business develops and grows, 
your IP requirements may change as a 
result. You should regularly review your 
IP protection to ensure it fits in with your 
ongoing business goals and strategy. 

4. Understand the Cultures and Patent 
Rules of the Countries you will be 
Operating in

A common pitfall for businesses entering 
a new market overseas is not researching 
whether the brand is right for the 
language and culture. It is important 
to check that your product names do 
not mean anything offensive or have 
any undesirable connotations when 
translated.

If you are going to be operating in a 
country with a different alphabet, such as 
China or the Middle East, it is advisable 
to control the translation or transliteration 
of your brand and marketing collateral. 
If you fail to do this, the local market 
will most likely translate and adopt 
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an alternative themselves, potentially 
resulting in the loss of control over your 
brand and market.

Furthermore, it is important to 
understand the different rules that apply 
regarding what can be patented. In 
many countries, there is subject matter 
relevant to life sciences companies that 
cannot be patented. For example, in the 
UK and Europe, methods of treatment of 
the human or animal body by surgery or 
therapy are excluded from patentability, 
as are methods of diagnosis practised 
on the human or animal body. However, 
there are often ways around these 
exclusions; for example, substances for 
use in such methods are patentable. 

A number of biotechnological 
inventions are also excluded from 
patentability in the UK, including the 
human body and gene sequences 
discovered in it, industrial or commercial 
exploitation of human embryos including 
stem cells harvested from embryos, and 
invention relating to individual plant or 
animal varieties. Recent case law in the 
USA has made it more difficult to patent 

inventions relating to gene sequences 
as well. The best advice we can give is 
to speak to a qualified patent attorney 
who will not only be able to advise you 
whether or not the subject matter of your 
invention is patentable but also be able 
to draft a patent specification providing 
you with the best scope of protection for 
your invention.  

5. Identify the Key Aspects
When it comes to protecting your IP, don’t 
just concentrate on one element of your 
product. Many can be protected through 
a combination of patents, designs 
and trade marks – these rights are not 
mutually exclusive and, when combined, 
can provide a strong fortress of protection 
around the valuable innovative elements 
of your product. 

And don’t delay in seeking protection. 
Delay can remove the ability to obtain 
valid patent and design protection, and 
allows a window of opportunity for 
would-be infringers to copy. Remember, 
it is the lack of protection which creates 
the greater problems, so act quickly to 
ensure you are protected.

6. Grouping Systems Overseas
To help encourage cost-efficiency, many 
countries have joined group systems, 
allowing companies to lodge IP rights 
with a group of countries rather than 
just one. There are several international 
grouping systems that have the potential 
to provide patent protection in a number 
of different states. The two most common 
are a European Patent Application filed 
under the European Patent Convention 
and an International Patent Application 
filed under the Patent Cooperation Treaty. 
These international grouping systems 
are very commonly used and for good 
reasons. One very strong reason is that 
they can provide a very good economy 
of scale.

The European Patent Convention 
provides inventors with a uniform 
application procedure in which an 
applicant can file one application which 
will go through a single prosecution 
procedure, resulting in a single granted 
European Patent. Once granted, the 
applicant can validate the European 
Patent in the countries they wish the 
patent to have effect in. Subject to 

SARTOFLOW® Smart: 
Sartorius Stedim Biotech Presents New 
Crossflow Filtration System for Process 
Development

Sartorius Stedim Biotech (SSB), a 
leading international supplier for the 
biopharmaceutical industry, announces 
the launch of SARTOFLOW® Smart, the 
smart and easy benchtop crossflow system 
for optimised ultra- and diafiltration 
applications. It is ideal for use in many 
downstream processes, such as purification 
of vaccines, monoclonal antibodies and 
recombinant proteins. The system is suitable 

for flexible use in laboratory environments 
for process development and clinical trials, 
as well as for cGMP environments.

The brand new system is equipped with 
a low-shear four-piston membrane pump 
that enables highest product yields to be 
achieved. In addition, the pump provides a 
wide range of flow rates allowing selection 
between membrane surface areas from 50 
cm² to as much as 0.14 m².

The crossflow system is supplied with SSB’s 
intuitive and easy-to-use DCU-4 control unit, 
which, when combined with the company’s 

BioPAT® SCADA, MFCS-4 
software, provides data logging 
and export. Its touchscreen 
offers instant access to all critical 
process parameters and displays 
control and alarm functions. A 
logbook function stores alarms, 
set points and user logs. 

The SARTOFLOW® family of 
crossflow systems shares a 
unique operation design with a 
7” touchscreen that supports the 
operator with interactive prompts 
for easy guidance through entire 
process sequences. Users can 
select predefined parameters 

to automatically run sequences for 
concentration, diafiltration, rinsing, filling, 
draining, flushing steps and tare functions.

An optional peristaltic diafiltration pump 
is available to load product or buffer as a 
discrete process step. Furthermore, several 
options are available to customise the system 
according to specific requirements. For 
example, a conductivity, pH or temperature 
probe can be installed in the recirculation 
vessel. The system can also be upgraded in 
the case of changing process requirements.

“SARTOFLOW® Smart is a milestone 
development in the landscape of small 
crossflow systems. It combines outstanding 
technology with options that are normally 
only available with process systems. With 
an exceptionally wide working range of 
membrane surface areas, the system is the 
perfect tool for both R&D optimisation trials 
and cGMP production,” stated Dr Marc 
Jenke, expert for benchtop crossflow filtration 
systems at Sartorius Stedim Biotech.

Contact:
Sartorius Stedim Biotech GmbH
Goettingen, Germany
Phone: +49.(0)551.308.0
info@sartorius-stedim.com
www.sartorius-stedim.com
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each country’s legal requirements for 
validation, for example, some countries 
require a translation of the whole or part 
of the granted patent specification to be 
filed, the European patent will have effect 
and be subject to the same conditions as 
a national patent granted in that state.

 
Therefore, once the patent has been 

granted and validated in the European 
states of interest, the owner is afforded 
the same rights and obligations as if 
they owned a bundle of granted national 
patents in the same states. This means 
that the post-grant renewal costs are 
the same and if you are thinking of 
seeking patent protection in a number 
of European countries then it could very 
likely decrease the costs of prosecution. 
A Unitary Patent system will soon come 
into force in Europe, allowing a granted 
European Patent to be brought into 
force in all EU member states as a single 
Unitary Patent. This will further help to 
reduce costs.

The Patent Cooperation Treaty is 
completely different and is not considered 
a cost-saving exercise. It is often used as 
a time-buying exercise that provides an 
applicant with a further 18 to 30 months 
to decide which countries they wish to file 
a patent application for their invention 
in. A single international application 
is filed and searched, however, the 
application is not normally examined in 
the international phase. The applicant 

still has to file separate applications 
in each of the countries in which they 
wish to seek patent protection for their 
invention, including paying the relevant 
application fees.
7. Be Aware of Timescales
Obtaining a patent can be an altogether 
more difficult and lengthy process than 
registering a trade mark or a design. It is 
difficult to put a number to the duration 
of the patent application process, as it 
varies hugely depending on the territory 
in which you have applied for the patent, 
and also depending on the subject-
matter of the patent application and 
the invention disclosed. As an example, 
assuming that the invention is patentable, 
the average patent application will tend 
to take around four to five years from the 
date of filing to reach grant. 

Some countries have a deadline 
by which the patent application must 
be in order for grant, thereby limiting 
the duration of the patent application 
process. For example, in the UK, the 
period for putting the application in order 
for grant is known as the compliance 
period, being four years six months from 
the date of first filing an application for a 
patent for that invention. 

There are exceptions to this rule, 
however, in general, patent applications 
in the UK tend to go from filing to grant 
in around three to five years. Yet, in 
many other territories, such as Europe, 

there is no deadline by which the patent 
application must be in order for grant, 
and the application process can take a 
lot longer, often in the region of around 
seven years. It is also not unheard of for 
patent applications to take a lot longer 
than this to proceed to grant.

Conclusion
When looking at expanding into new 
markets abroad, it is essential that you 
do your research and ensure you’re 
adequately protected by speaking to an IP 
expert. They will be able to work with you 
and develop a strategy to achieve your 
objectives. IP attorneys will work with 
legal experts in all countries to ensure 
relevant requirements are fulfilled and 
that your business is protected correctly. 
Without this research and advice, it could 
be a costly mistake for your business.

Jim Robertson is partner and 
head of the life sciences team 
at Wynne-Jones IP. He is a 
qualified UK and European 
patent attorney, having worked 
in the sector for over 20 years 
and is also a member of the 
Chartered Institute of Patent 

Attorneys Life Sciences committee.  With an MA 
in Natural Sciences from Cambridge University, 
he specialises in the life sciences sector 
working with companies in the biotechnology, 
pharmaceuticals, diagnostics and medical 
devices fields. 
www.wynne-jones.com 


